Appln No. 10/680,706 

Amdt date May 19, 2008 

Reply to Office action of March 17, 2008 

Amendments to the Drawings: 

Attached is a new drawing sheet FIG. 8. 
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REMARKS/ARGUMENTS 

Claims 1, 3-5, 7, 8, 10-23, 27 and 32-42 are pending in the application. 
Objection to the drawings 

The drawings have been objected to for not showing the first internal thread section 
extending over the whole length of the thread section as recited in claim 1 1 . Applicants have 
presented new FIG. 8 which shows the internal thread section recited in claim 1 1 . Applicants 
request withdrawal of the drawing objection. 

Rejection of claims 1, 3, 5, 7, 8, 10, 12, 13, 17, 18, 20, 22, 32. 33, 35, 37, 40, and 42 over 
Sutter in view of Ballantyne and Kambin 

Claims 1, 3, 5, 7, 8, 10, 12, 13, 17, 18, 20, 22, 32, 33, 35, 37, 40, and 42 have been 
rejected under 35 U.S.C. 103 (a) over Sutter (US 4,484,570) in view of Ballantyne (US 
4,022,099) and Kambin (US 5,964,761). 

Regarding the rejection of claim 1, Applicants believe that one of ordinary skill in the art 
would not have combined Kambin with Sutter because such a combination would make the 
device of Sutter inadequate for its intended purpose. 

Referring to Figs. 2-5 of Sutter, a screw 1 1 is shown for fixedly mounting the plate 3 to a 
bone. The head 1 lb of the screw is clamped to the plate 3a by a cylindrical outer surface 1 lc of 
the head engaging an inner surface 3 a of the plate. In order to securely clamp the screw 1 1 to the 
plate 3 after the screw has been screwed into the bone, as shown in Fig. 5, an insert 15 is 
mounted in the screw such that the expander 15b of the insert forces the tongue 1 li apart to lock 
the clamping part 1 lc of the screw 1 1 relative to the plate 3. {See Sutter at col. 5, line 26 to col. 
6, line 28). 

Applicants believe that one of ordinary skill in the art would not have combined a stop as 
taught by Kambin with the device of Sutter because providing such a stop would render the 
insert 15 of Sutter inadequate for its intended purpose. As discussed above, the function of the 
insert is to expand the head 1 lb so as to clamp the head to the plate 3. If a stop as taught by 
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Kambin is provided anywhere on the insert 1 5 of Sutter, the insertion depth of the insert 1 5 may 
not be adequate to provide sufficient clamping between the head lib and the plate 3. 
Furthermore, if a full insertion of the insert 15 inside the head lib is necessary, a stop placed 
anywhere on the insert 15 would prevent such a full insertion of the insert 15. Therefore, 
Applicants believe that providing a stop as taught by Kambin on the insert 15 of Sutter would 
prevent insertion of the insert 15 in the head of 1 lb as necessary to clamp the head 1 lb to the 
plate 3 to secure the plate to the bone screw 1 1 . Accordingly, one of ordinary skill in the art, 
would not have combined the stop of Kambin with the device of Sutter as asserted by the 
Examiner. 

Based on the foregoing, Applicants believe that claim 1 and dependent claims 3, 5, 7, 8, 
10, 12 and 13 are patentable over Sutter in view of Ballantyne and Kambin. 

Regarding the rejection of claim 17, this claim recites "wherein the diameter of said 
section free of bone thread is less than or equal to the diameter of the thread section such that the 
bone screw can be fully immersed in the opening created when screwing in." As described 
above, the screw 1 1 of Sutter includes a head 1 lb that engages the plate 3 to clamp the screw to 
the plate 3. Accordingly, as shown in Fig. 5 of Sutter, the screw 11 of Sutter is not fully 
immersed in the opening of the bone when screwing in. Furthermore, because the head lib has 
a larger diameter than the other parts of the screw, the screw 11 of Sutter cannot be fully 
immersed in the bone when screwing in. Therefore, Applicants believe that claims 17, 18 and 20 
are patentable over Sutter in view of Ballantyne and Kambin. 

Regarding the rejection of claim 32, this claim recites "wherein the bone screw further 
comprises a nut, and wherein the rod-like section of the holding element further comprises a 
second external thread at the free end for cooperation with the nut." Applicants believe that one 
of ordinary skill in the art would not have combined a nut as taught by Kambin with the device 
of Sutter because providing such a nut would render the insert 1 5 of Sutter inadequate for its 
intended purpose. 

As described above in relation to the rejection of claim 1, the function of the insert 15 of 
Sutter is to expand the head lib so as to clamp the head to the plate 3. If a nut as taught by 
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Kambin is provided anywhere on the insert 1 5 of Sutter, the insertion depth of the insert 1 5 may 
not be adequate to provide sufficient clamping between the head lib and the plate 3. 
Furthermore, if a full insertion of the insert 15 inside the head lib is necessary, a nut placed 
anywhere on the insert 15 would prevent such a full insertion of the insert 15. Therefore, 
Applicants believe that providing a nut as taught by Kambin on the insert 15 of Sutter would 
prevent insertion of the insert 15 in the head of 1 lb as necessary to clamp the head 1 lb to the 
plate 3 to secure the plate to the bone screw 1 1 . Accordingly, one of ordinary skill in the art 
would not have combined the nut of Kambin with the device of Sutter as asserted by the 
Examiner. 

For the foregoing reasons, Applicants believe that claim 32 and dependent claim 33 are 
patentable over Sutter in view of Ballantyne and Kambin. 

Regarding the rejection of claim 37, this claim recites "wherein connecting the holding 
element to the thread section comprises inserting the first section of the holding element into the 
second end of the thread section until the stop of the holding element engages at least a portion 
of the second end of the thread section to prevent further insertion of the first section of the 
holding element into the second end of the thread section." For the reasons discussed above in 
relation to the rejection of claim 1, one of ordinary skill in the art would not have provided a stop 
as taught by Kambin on the insert 1 5 of Sutter to provide a method of attaching a bone screw to a 
bone as recited in claim 37. Therefore, Applicants believe that claim 37, 40 and 42 are 
patentable over Sutter in view of Ballantyne and Kambin. 

Rejection of claims 4, 34, 36 and 41 over Sutter in view of Ballantyne, Kambin and Tronzo 

Claims 4, 34, 36, and 41 have been rejected under 35 U.S.C. 103 (a) over Sutter in view 
of Ballantyne further in view of Kambin and further in view of Tronzo (US 4,940,467). 

Regarding the rejection of claim 4, this claim recites "wherein the second end of the 
thread section and the first section of the holding element are fixed to each other along 
unthreaded surfaces so as to form a press fit." Applicants believe that Sutter, Ballantyne, 
Kambin and Tronzo fail to teach or suggest the noted limitations of claim 4. 
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On page 8 of the Office action, the Examiner states "Tronzo teaches a device comprising 
a holding element comprising a press-fit connector in order to connect the holding element to a 
second element of the device." However, Tronzo does not teach or suggest a press-fit connection 
as asserted by the Examiner. 

Referring to Figs. 1-3 of Tronzo, the screw portion 30 includes a hex-shaped outer 
surface 42. The hex-shaped outer surface 42 is intended to slidingly mate with hex- shaped inner 
surface 16 of the barrel portion 11, such that when the two portions 1 1 and 30 are joined, relative 
axial rotation between the two is prevented. "The mating relationship between surfaces 16 and 
42 is such that the axial relative movement between portions 11 and 30 is uninhibited." (See 
Tronzo at col. 5, lines 23-33). Once the hex-shaped portion 42 of the screw 30 is in the barrel 
11, the end portion 14 of the barrel are swaged to produce the lips 15 so as to prevent the hex- 
shaped portion 42 of the screw 30 from being pulled out from the barrel 1 1 . Therefore, the screw 
30 and the barrel 1 1 of Tronzo are not press-fit since they must axially slide relative to each other 
in order to provide the insertion of the screw into a bone as shown in Fig. 1 0 of Tronzo and 
described at col. 6, lines 32-50 of Tronzo. 

Based on the foregoing, because Sutter, Ballantyne, Kambin and Tronzo fail to teach or 
suggest the second end of the thread section and the first section of the holding element are fixed 
to each other on threaded surfaces so as to form a press fit, Applicants believe that claim 4 is 
patentable over Sutter, Ballantyne, Kambin and Tronzo. 

Claim 34 depends on claim 32. As discussed above, Applicants believe that claim 32 is 
patentable over Sutter in view of Ballantyne and Kambin. Therefore, claim 34 is patentable over 
Sutter in view of Ballantyne, Kambin and Tronzo. 

Claim 36 depends on claim 1. As discussed above, Applicants believe that claim 1 is 
patentable over Sutter in view of Ballantyne and Kambin. Therefore, claim 36 is patentable over 
Sutter in view of Ballantyne, Kambin and Tronzo. 

Claim 41 depends on claim 37. As discussed above, Applicants believe that claim 37 is 
patentable over Sutter in view of Ballantyne and Kambin. Therefore, claim 41 is patentable over 
Sutter in view of Ballantyne, Kambin and Tronzo. 
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Rejection of claims 11 and 21 over Sutter in view of Ballantyne, Kambin, Tronzo and 
Boothroyd 

Claims 11 and 21 have been rejected under 35 U.S.C. 103 (a) over Sutter in view of 
Ballantyne further in view of Kambin further in view of Tronzo further in view of Boothroyd 
(Product Design For Manufacture and Assembly). 

Because claim 1 is patentable over Sutter in view of Ballantyne and Kambin. Claim 1 1 is 
patentable over Sutter in view of Ballantyne, Kambin, and Tronzo, and Boothroyd. 

Because claim 17 is patentable over Sutter in view of Ballantyne and Kambin as 
discussed above, claim 21 is patentable over Sutter in view of Ballantyne, Kambin, and Tronzo, 
and Boothroyd. 

Rejection of claims 14-16 over Sutter in view of Ballantyne, Kambin and Moore 

Claims 14-16 have been rejected under 35 U.S.C. 103 (a) over Sutter in view of 
Ballantyne further in view of Kambin further in view of Moore (US 6,402,757). Because claim 
1 is patentable over Sutter in view of Ballantyne and Kambin, claims 14-16 are also patentable 
over Sutter in view of Ballantyne, Kambin and Moore. 

Rejection of claim 27 over Sutter in view of Ballantyne, Kambin, Moore and Tronzo 

Claim 27 has been rejected under 35 U.S.C. 103 (a) over Sutter in view of Ballantyne 
further in view of Kambin further in view of Moore further in view of Tronzo. Claim 27 recites 
"wherein the connecting element and the first section both are fixed to each other along 
unthreaded surfaces so as to form a press fit." As described above regarding the rejection of 
claim 4, the screw 30 and the barrel 1 1 of Tronzo are not press-fit since they must axially slide 
relative to each other in order to provide the insertion of the screw into a bone as shown in Fig. 
10 of Tronzo and described at col. 6, lines 32-50 of Tronzo. Therefore, Applicants believe that 
claim 27 is patentable over Sutter in view of Ballantyne, Kambin, Moore and Tronzo. 
Rejection of claims 38 and 39 over Sutter in view of Ballantyne, Kambin and Moore 

Claims 38 and 39 have been rejected under 35 U.S.C. 103 (a) over Sutter in view of 
Ballantyne further in view of Kambin further in view of Moore. Because claim 37 is patentable 
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over Sutter in view of Ballantyne and Kambin, claims 38 and 39 are patentable over Sutter in 

view of Ballantyne, Kambin and Moore. 

Rejection of claim 1 over Tipirrneni in view of Sutter 

Claim 1 has been rejected under 35 U.S.C. 103 (a) over Tipirrneni (US Pub. , 
2004/01 72030) in view of Sutter. Claim 1 recites, "wherein the holding element further 
comprises a stop configured as an annular projection fixedly provided on the holding element 
located between the first section and the second section to prevent further penetration of the 
holding element into the thread section." Applicants believe that Tipirrneni does not teach or 
suggest the stop as recited in claim 1 . 

On page 1 1 of the Office action, the Examiner states that the elongated holding element 
(12) of Tipirrneni "includes a stop configured as an annular projection and an outer diameter that 
is less than the outer diameter of the thread section." Referring to Fig. 1 of Tipirrneni, a head 
component 2 is shown, which is similar to a bone screw and is screwed into a bone as shown in 
Fig. 4B. The head component includes a tool attachment 10 by which the head component can 
be screwed into a bone. Attached to the tool attachment 10 is a wire 12, which can be pulled 
once the head component is implanted into a bone in order to bring the two fractured bone 
components as shown in Fig. 4B together. To prevent the wire from moving back inside the 
bone once it is pulled, Tipirrneni discloses a cap 20 as shown in Fig. 2B, by which movement of 
the wire out of the bone is allowed, but movement of the wire back into the bone is prevented by 
the web-shaped teeth 22. 

Tipirrneni does not teach or suggest how the wire 12 is attached to the head component 2 
at tool attachment part 10. In contrast to the Examiner's assertion, Tipirrneni does not teach or 
suggest that the wire has a stop configured as an annular projection fixedly provided on the wire 
so as to prevent penetration of the wire into the head component. Accordingly, Applicants 
believe that Tipirrneni fails to teach or suggest "wherein the holding element further comprises a 
stop configured as an annular projection fixedly provided on the holding element located 
between the first section and the second section to prevent further penetration of the holding 
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element into the thread section." Therefore, claim 1 is patentable over Tipirrneni in view of 
Sutter. 

Rejection of claim 23 over Tipirrneni in view of Sutter and Klaue 

Claim 23 has been rejected under 35 U.S.C. 103 (a) over Tipirrneni in view of Sutter 
further in view of Klaue (US 4,705,027). Because claim 1 is patentable over Tipirrneni in view 
of Sutter, claim 23 is patentable over Tipirrneni in view of Sutter and Klaue. 
Rejection of claims 17 and 19 over Sutter in view of Ballantyne 

Claims 17 and 19 have been rejected under 35 U.S.C. 103 (a) over Sutter (US 4,484,570) 
in view of Ballantyne (US 4,022,099). Claim 17 recites "wherein the diameter of said section 
free of bone thread is less than or equal to the diameter of the thread section such that the bone 
screw can be fully immersed in the opening created when screwing in." As described above, the 
screw 1 1 of Sutter includes a head 1 lb that engages the plate 3 to clamp the screw to the plate 3. 
Accordingly, as shown in Fig. 5 of Sutter, the screw 1 1 of Sutter is not fully immersed in the 
opening of the bone when screwing in. Furthermore, because the head 1 lb has a larger diameter 
than the other parts of the screw, the screw 1 1 of Sutter cannot be fully immersed in the bone 
when screwing in. Therefore, Applicants believe that claims 17 and 19 are patentable over 
Sutter in view of Ballantyne and Kambin. 

Rejection of claim 21 over Sutter in view of Ballantyne and Boothroyd 

Claim 21 has been rejected under 35 U.S.C. 103 (a) over Sutter (US 4,484,570) in view 
of Ballantyne (US 4,022,099) further in view of Boothroyd (Product Design For Manufacture 
and Assembly). 

As discussed above, because claim 17 is patentable over Sutter in view of Ballantyne, 
claim 21 is patentable over Sutter in view of Ballantyne and Boothroyd. 
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In view of the above, Applicants believe that claims 1, 3-5, 7-8, 10-23, and 32-42 are in 
condition for allowance. 



Respectfully submitted, 
CHRISTIE, PARKER & HALE, LLP 
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